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DETAILED ACTION 
Comments 

1. The rejection of claims 4 and 13-16 under 35 USC 112, second paragraph, has 
been overcome by Applicant's amendment of the claims. 

Suggested Claim Language 

2. In claim 1 , since the trough-side surface and the anti-trough-side surface each 
has a trough (see instant Figures 1 and 2), it is requested that the term "having a trough 
section" be inserted after the term "trough-side surface" at line 9 of claim 1 , and after the 
word "surface" at line 10 of claim 1. 

Drawings 

3. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: reference sign 6a in Figure 2. Corrected drawing sheets in compliance with 
37 CFR 1 .121(d), or amendment to the specification to add the reference character(s) in 
the description in compliance with 37 CFR 1.121(b) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. Each drawing sheet submitted after the 
filing date of an application must be labeled in the top margin as either "Replacement 
Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by 
the examiner, the applicant will be notified and informed of any required corrective 
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action in the next Office action. The objection to the drawings will not be held in 
abeyance. 

Claim Objections 

4. Claim 1 is objected to because of the following informalities: In claim 1, at the 
second-to-last line, the hyphen between the words "trough" and "section" should be 
deleted. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 13-17 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably- convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

In each of claims 13 and 17, the "at least two rising parts" extending from "at 
least two sides of the main part" for the fastening strips is not supported by the originally 
filed disclosure (see the last three lines in each of claims 14 and 17). The originally filed 
disclosure does have support for two rising parts provided at longitudinal sides of the 
rectangular main part (see page 34, lines 11-21). However, such a limited disclosure is 
not sufficient support for the more broad language "at least two rising parts" and "at 
least two sides of the main part". The same applies to dependent claims 14-16 
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7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 13-17 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 13 at line 11, and in claim 17 at line 10, the term "said fastening strips 
comprise" should be changed to "each fastening strip comprises" so as to clearly point 
out what is intended. The same applies to dependent claims 14-16. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 13-17 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 
2000-226908, herein referred to as JP '908. 

With respect to claim 13, JP '908 teaches solar cell module tiles (1) that have 
already been laid on a roof (see Figure 6). Then, additional solar cell module tiles (1 ) 
are laid on the roof such that the eaves side of a solar cell module tile (1 ) to be laid is 
fastened to an upper portion of the ridge side of solar cell module tiles (1) that have 
already been laid (see Figures 6 and 8). As seen in Figure 1 , the solar cell module (4) 
of a given solar cell module tile (1 ) is fastened to the eaves side of the solar cell module 
tiles (1) with fastening strips (8) (see also Figures 4 and 8). Alternatively, fastening strip 
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(38) can be used, as seen in Figures 12 and 13. Said fastening strips (8, 38) on the 
eaves side of the tile (1 ) are also fastened to the peripheral section (5) of tile body (2), 
which is in turn fastened to the ridge side of the tiles (1 ) that have already been laid (see 
Figures 6, 8, and 13). Thus, said fasting strips (8, 38), which read on the instant 
fastening strips, fasten the eaves side of a solar cell module (2) of a tile (1) to the ridge 
side of tiles (1) that have already been laid. As seen in Figure 12, fastening strips (38) 
comprise a rectangular main part and the instant at least two rising parts that extend 
from the main part. The fastening strips (8) can also have a rectangular part and 
multiple rising parts as seen in the embodiment of Figure 17(a). Fastening strips (8, 38) 
prevent solar cell modules (4) from being blow off (see paragraph 0045). As seen in 
Figure 8, the fasting strip of an upper solar cell module tile (1 ) is between a lower 
portion of the eaves side of said upper solar cell module tile (1 ) and the upper portion of 
the ridge side of an adjacent lower solar cell module tile (1 ). Said fastening strip (8, 38) 
of the upper solar cell module tile (1 ) clearly engages lower portion of the eaves side of 
said upper solar cell module tile (1 ) and engages the upper portion of said adjacent 
lower solar cell module tile (1), albeit indirectly by way of the peripheral section (5) of 
the upper solar cell module tile (1 ). 

With respect to claim 14, the fastening strips (8, 38) of the solar cell module tile 
(1) to be laid is clearly engaged (by way of said peripheral section (5)) with the ridge 
side of the tile below it (see Figures 6 and 8). Said fastening strips (8, 38) are coupled 
to the eaves side of a module (4) which is part of a tile (1 ) that is laid on the upper 
edges of the tile below (see Figures 6 and 8). 
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With respect to claim 15, the fasteners (8, 38) have a height-adjusting screw (32, 
32A) which clearly has a tip abutting on an upper surface of the solar cell module tile 
(1) (see Figures 10 and 13). As noted above, the engaging part is the tile body (2). 
However, since the fasteners (8, 38) penetrate the tile body (2) from above, they 
determine the height at the eaves side. In particular, in Figures 10 and 13, if the screw 
holding in the fastener (8, 38) is very tight, then the height at the eaves side as 
measured from the top of fastener (8, 38) will be lower than compared to the situation 
where the screw is not screwed as tightly. 

With respect to claim 16, each solar cell module (4) clearly has a width that is an 
integral multiple with the width of each tile so that each solar cell module (4) can fit in a 
tile body (2) (see Figures 1 , 2, and 6). As seen in Figure 6, the fastening strips are 
arranged at regular intervals in the widthwise direction. 

With respect to claim 17, the fastening strips (9), which also prevent the solar cell 
modules (4) from being blown off, are at the ridge sides to the tiles (1 ) (see Figures 6 
and 8). The fastening strips (9) are fastened to the ridge-side peripheral edge of the tile 
body (2), which in turn is coupled to the eaves side of the tile to be laid (see Figures 6 
and 8). Thus, said fastening strips (9) couple the ridge side of a solar cell module (4) to 
the eaves side of a solar cell module tile to be laid. The fastening strips (9) have a 
securing part, i.e., the vertical part that projects into peripheral section (5) which in turn 
is secured to the roof via nail (12b) and a horizontal part that clearly engages and is 
coupled to the lower portion of the eaves side of and adjacent upper solar cell module 
tile (1) (see Figure 8). The fastening strip (9) in Figure 5 has a rectangular portion at 
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reference sign (31), and two rising portions, one being at reference sign (29) and 
another that rises to reference sign (36). In any event, fastener (8) can be used for 
fastener (9) when there is no level difference between the solar cell module and roofing 
tile base (see paragraph 0020),and thus, fastener (9) can have the structure in Figure 
17(a). As noted above, the fastener of Figure 17(a) reads on the instant fastener. 

Since JP '908 teaches the limitations of the instant claims, the reference is 
deemed to be anticipatory. 

1 1 . Claim 7 is rejected under 35 U.S.C. 102(b) as being anticipated by JP 1 1- 
200561 , herein referred to as JP '561 . 

With respect to claim 7, JP '561 teaches the laying of solar cell modules together 
with tiles (B) on the roof of a building (see Figure 11). As seen in Figure 1 , 4, and 1 1 , 
there is a separate waterproof member (7) placed between each solar cell module and 
one tile (B) which are laid adjacent in the direction of a gradient of the roof. As seen 
schematically in Figure 1 1 , said waterproof member (7) has substantially the same 
height as the height of the tiles (B). As seen in JP '561 's Figures 1 , 4, and 1 1 , the 
waterproof member (7) has a width narrower the tiles (B). The waterproof member (7) 
is a "rectangular box that opens at a lower portion thereof to the extent that (7b) is one 
wall, (7D) is another wall, and (7E) is another wall, and (C) is in the opening of the box. 
The word "lower" is relative, and thus, when JP '561 's Figures 4 and 1 1 are viewed 
upside down, the opening of waterproof member (7) is at a lower portion thereof. As 
seen in Figure 1 1 , the waterproof member (7) has a trough section. This trough section 
renders waterproof a junction between the tile (B) to the right of the trough section and 
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the solar module (A) adjacent thereto because waterproof member (7) is waterproof. As 
seen in Figure 1 1 , the waterproof member (7) overlaps one side of a solar cell module 
and tile. 

Since JP '561 teaches the limitations of the instant claims, the reference is 
deemed to be anticipatory. 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 1 , 4, 5, 7, 21 , and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 1 1-200561 , herein referred to as JP '561 , in view of Ouchida et al, 
U.S. Patent 6,525,264. 

With respect to claims 1 and 4, JP '561 teaches a solar cell module comprising 
photovoltaic cell (2); and a rectangular frame that encompasses the instant base 
member and comprises a ridge-side surface at section (1D) which projects downward at 
part (13D); an eaves-side surface at section (1C); a trough-side surface at section (13A) 
and an anti-trough-side surface at section(13B) (see Figures 1, 2, and 3). The trough- 
side surface at section (13A) has a protecting part (12A, 14A, 15A), extending along the 
ridge-side to the eaves-side of the roof and configured to overlap the trough section of 
an adjacent solar cell module (see Figures 3 and 7). Likewise, the anti-trough-side 
surface at section (13B) has a protecting part (12B, 14B), extending along the ridge-side 
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to the eaves-side of the roof and configured to overlap the trough section of an adjacent 
solar cell module (see Figures 3 and 7). Note that a solar cell module is a tile and thus, 
an adjacent solar cell module is also an adjacent tile. The photovoltaic cell (2) is 
mounted such that a lower surface of photovoltaic cell (2) is positioned above and is 
mounted to an upper surface of said rectangular frame (see Figure 2). For example 
reference sign (3B) in Figure 2 is an upper surface of the frame and the photovoltaic cell 
(2) is mounted such that a lower surface of photovoltaic cell (2) is positioned above and 
is mounted to said upper surface at (3B). 

With respect to claim 5, a lower surface of, for example, the projecting part (12B) 
of the anti-trough-side contacts an upper edge of a rising wall (1 1 A) of section (13A) 
which defines the trough section of the adjacent tile or module to seal a gap (see Figure 
11). 

With respect to claim 7, JP '561 teaches the laying of solar cell modules together 
with tiles (B) on the roof of a building (see Figure 11). As seen in Figure 1 , 4, and 11, 
there is a separate waterproof member (7) placed between each solar cell module and 
one tile (B) which are laid adjacent in the direction of a gradient of the roof. As seen 
schematically in Figure 1 1 , said waterproof member (7) has substantially the same 
height as the height of the tiles (B). As seen in JP '561 's Figures 1 , 4, and 1 1 , the 
waterproof member (7) has a width narrower the tiles (B). The waterproof member (7) 
is a "rectangular box that opens at a lower portion thereof to the extent that (7b) is one 
wall, (7D) is another wall, and (7E) is another wall, and (C) is in the opening of the box. 
The word "lower" is relative, and thus, when JP '561's Figures 4 and 1 1 are viewed 
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upside down, the opening of waterproof member (7) is at a lower portion thereof. As 
seen in Figure 1 1 , the waterproof member (7) has a trough section. This trough section 
renders waterproof a junction between the tile (B) to the right of the trough section and 
the solar module (A) adjacent thereto because waterproof member (7) is waterproof. As 
seen in Figure 1 1 , the waterproof member (7) overlaps one side of a solar cell module 
and tile. 

With respect to claim 21, JP '561's rectangular frame, which encompasses the 

instant base, is a box that is bottomless, as well as topless. 

> 

JP '561 teaches the limitations of the instant claims other than the difference 
which is discussed below. 

JP '561 does not specifically teach the structure of its photovoltaic cell (2), and, 
as such, does not specifically teach the combination of a base member and support 
member recited in instant independent claim 1 . 

Ouchida et al teaches a photovoltaic cell comprising semiconductor layer (402), a 
sealing resin film (403), and a thermal insulation layer (404) (see Figure 12; and col. 18, 
lines 23-44). The sealing resin film along with frame (405) is a rectangular base 
member. The thermal insulation layer (404) corresponds to the instant insulating 
support member (see col. 18, lines 34-44). Ouchida et al's photovoltaic cell structure 
provides the advantage of suppressing photo-degradation and providing large output 
(see col. 4, lines 16-19). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have used Ouchida et al's photovoltaic cell structure 
for the photovoltaic cell of JP '561 because Ouchida et al's photovoltaic cell structure 
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provides the advantage of suppressing photo-degradation and providing large output 
(see co. 4, lines 16-19). As seen in Figure 12, Ouchida et al's frame, which is also a 
bottomless and topless box, is adapted to receive said insulation layer (104), as per 
instant claim 22. 

14. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP '561 
in view of Ouchida et al as applied to claims 1, 4, 5, 7, 21, and 22 above, and further in 
view of Nakazima et al (EP 1071139 A2). 

JP '561 in view of Ouchida et al, as relied upon for the reasons recited above, 
teaches the limitations 23, the difference being that JP '561 in view of Ouchida et al 
does not specifically teach that the photovoltaic cell has a terminal box, and that the 
terminal box is inserted and mounted in an opening formed in the base member. 
However, the use of a base member that has an opening for inserting and mounting a 
terminal box for a photovoltaic cell is conventional in the art, as seen in Figure 1 of 
Nakazima et al, which has terminal box storage recess (3). It would have been obvious 
to one of ordinary skill in the art at the time the invention was made to have modified the 
module structure of JP '561 in view of Ouchida et al so as to include an opening for 
inserting and mounting a terminal box for the photovoltaic cell because such is 
conventional in the art, as shown by Nakazima et al. 

15. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP '561 
in view of Ouchida et al as applied to claims 1,4,5, 7, 21 , and 22 above, and further in 
view of JP 2000-174313, herein referred to as JP '313. 
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JP '561 in view of Ouchida et al, as relied upon for the reasons recited above, 
teaches the limitations 24, the difference being that JP '561 in view of Ouchida et al 
does not specifically teach that the insulating support member, i.e., said thermal 
insulation layer (404), prevents the base member, i.e., the frame, from being deformed 
when the frame receives the weight of a worker stepping on or laying the solar cell 
module. JP '313 teaches a solar cell module that enables a worker to stand on the 
module when the worker installs and fixes the module, wherein, as seen in Figures 8 
and 9, the module has a supporter material (23) that permits large loading on the 
module (see also paragraph 0146). It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to have provided the solar cell module of 
JP '561 in view of Ouchida et al with the support structure as taught by JP '313 because 
this would provide the solar cell module with support that permits large loading on the 
module, and that enables a worker to stand on the module when the worker installs and 
fixes the module, as taught by JP '313. 

Response to Arguments 
16. Applicant's arguments filed April 28, 2006 have been fully considered but they 
are not persuasive. 

With respect to independent claim 1, Applicant argues that JP '561 does not 
disclose or suggest "a solar cell provided on an upper surface of the base member such 
that a lower surface of the solar cell is positioned above and is mounted on an upper 
surface of the base member". Applicant argues that in JP '561 , "the tarpaulin 5 
prevents wear of the top face (upper surface) section of cell frame 1", and that "[a]s 
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clearly shown in FIG. 2, the recess comprises fixed slot 3, which is formed below the 
upper surface of frame 1 ." However, these arguments are not deemed to be persuasive 
because the photovoltaic cell (2) of JP '561 is mounted such that a lower surface of 
photovoltaic cell (2) is positioned above and is mounted to "an upper surface" of said 
rectangular frame (see Figure 2). For example, reference sign (3B) in Figure 2 of JP 
'561 is an upper surface of the frame and the photovoltaic cell (2) is mounted such that 
a lower surface of photovoltaic cell (2) is positioned above and is mounted to said upper 
surface at (3B). Said reference sign (3B) in Figure 2 of JP '561 is an upper surface 
because it is at an upper portion of the frame. The term "upper surface" is a relative 
term, and in the absence of further distinguishing structure, this relative term does not 
lend to patentability. The term "upper surface" is broad and does not distinguish over 
JP'561. 

With respect to independent claim 7, Applicant argues that JP '561 does not 
disclose or suggest "laying a separate waterproof member" and "said separate 
waterproof member comprises a rectangular box that opens at a lower portion thereof." 
However, this argument is not deemed to be persuasive because JP '561's waterproof 
member (7) reads on the instant waterproof member and is a "rectangular box that 
opens at a lower portion thereof to the extent that (7b) is one wall, (7D) is another wall, 
and (7E) is another wall, and (C) is in the opening of the box. The word "lower" is 
relative, and thus, when JP '561's Figures 4 and 1 1 are viewed upside down, the 
opening of waterproof member (7) is at a lower portion thereof. 
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With respect to claim 13, Applicant points to JP '908's fastener (8) and argues 
that JP '908 does not disclose or suggest "wherein the fastening strips comprise a 
rectangular main part and at least two rising parts that extend from the main part from at 
least two sides of the main part." However, this argument is not deemed to be 
persuasive because JP '908's fastening strips (38) comprise a rectangular main part 
and the instant at least two rising parts that extend from the main part (see JP '908's 
Figure 12). Additionally, JP '908's fastening strips (8) can have a rectangular part and 
multiple rising parts as seen in the embodiment of Figure 17(a). 

Conclusion 

1 7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alan Diamond whose telephone number is 571-272- 
1338. The examiner can normally be reached on Monday through Friday, 5:30 a.m. to 
2:00 p.m. ET. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen can be reached on 571-272-1342. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Alan Diamond 
Primary Examiner 
Art Unit 1753 



Alan Diamond 
July 9, 2006 




